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Opi ni on by Chapnman, Adm nistrative Trademark Judge:

M croStrategy Incorporated has filed an application to
regi ster on the Principal Register the mark DSS SUBSCRI BER
for goods identified, as anended, as “conputer prograns for
use in publishing and creating custom zed fornms in a w de
variety of fields” in International Oass 9.1

Regi strati on has been refused under Section 6(a) of

the Trademark Act, 15 U.S.C. 81056(a), on the basis of

! Application Serial No. 75/566,128, filed Cctober 6, 1998, based
on applicant’s assertion of a bona fide intention to use the mark
in comerce
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applicant’s failure to conply with a requirenment to

di sclaim“DSS.” These letters, according to the Exam ning
Attorney, are the acronym for “decision support system”
and are nerely descriptive of applicant’s goods within the
meani ng of Section 2(e)(1l) of the Trademark Act, 15 U S.C
81052(e) (1), and therefore nust be disclained.

When the refusal to register was nmade final, applicant
appeal ed to this Board.? Both applicant and the Exanining
Attorney have filed briefs. Applicant did not request an
oral heari ng.

It is the Exam ning Attorney’s position that “DSS” is

the acronym for “decision support system” which “descri bes
software which facilitates the organization of information
into a format usabl e for decision making” (brief, p. 3);
t hat the evidence shows applicant is a | eading provider of
“DSS” software, and “applicant uses its mark [sic-DSS]? on
a variety of DSS conputer software products” (brief, p. 4);
that the record “establishes a connection between applicant
and DSS software” (brief, p. 3); that in light of this

information, “it is difficult to suppose that DSS

21n the first Ofice action, a different Exam ning Attorney
refused registration of the entire mark as nerely descriptive
under Section 2(e)(1). However, in the second Ofice action
that Exam ning Attorney withdrew the refusal of the mark as a
whol e under Section 2(e)(1), but required a disclainer of “DSS.”
Thus, the issue of the descriptiveness of the mark as a whole is
not before the Board.
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SUBSCRI BER [ sof tware] has absolutely no DSS applications or
DSS-rel ated functions” (brief, p. 4); and that other
meani ngs of the acronym “DSS” are not relevant in relation
to applicant’s goods. The Exam ning Attorney further
argues that “the custom zed forns generated by DSS
SUBSCRI BER [software] may well serve as an integral part of
applicant’s DSS platform” (Brief, p. 6.) Fromthis, the
Exam ni ng Attorney concludes that “DSS’” is nerely
descriptive of a significant attribute of the goods on
whi ch applicant intends to use this mark because (i) the
goods “are used in connection wth other DSS rel ated
products,” and/or (ii) this software which is for
publ i shing and creating custom zed forns “woul d assist in
organi zing and presenting the data in a formusable for
deci si on- maki ng” (brief, p. 5).
The record includes the foll ow ng evidence subm tted
in support of the Exam ning Attorney’ s requirenment for a
di scl ai mer of “DSS”:
(1) a one-page printout from

applicant’s website titled

“McroStrategy DSS Suite Overview

and listing seven prograns, DSS

Broadcaster, DSS Wb, DSS Agent,

DSS Executive, DSS Server, DSS
Adm ni strator, and DSS Qbj ects;

(2) one page fromthe Acronyns,
Initialisms & Abbreviations

Dictionary (22nd ed.) listing over
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75 neanings for “DSS,” one of which
is “Decision Support Systeni;

(3) one page fromthe on-line “Acronym
Fi nder” stating that the “search
for dss returned 95 definitions,”
and listing several definitions,
one of which is “Decision Support
Systeni; and

(4) several excerpted stories retrieved
fromthe Nexis database to show
that “applicant’s goods feature
deci si on support systens used to
create docunents” (Final Ofice
action, p. 1)%

Appl i cant acknow edges that it sells decision support
software which may be used with decision support system
products.* However, applicant contends that the goods
involved in this application (“conputer prograns for use in
publ i shing and creating custom zed forns in a wide variety
of fields”) are not decision support systens and are not
for decision nmaking, but rather are conputer software
prograns for publishing and creating custom zed forns; and

that, therefore, “DSS’” has no nmeaning in connection with

applicant’s invol ved goods. Applicant further contends

® W note that the Examining Attorney’ s searches of the Nexis

dat abase system were structured to include both “DSS" and
“McroStrategy.” Thus, the searches precluded | ocating any other
uses of the term*“DSS” in relation to the identified goods or in
relation to conputer prograns generally.

* The Board takes judicial notice of the follow ng definition of
“DSS” from Wbster’s New Wrld Dictionary of Conputer Terns
(Seventh Edition 1999): *“Decision support system A program
desi gned to hel p nanagenent anal yze data to make deci si ons on
sem -structured probl ens.”
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that given the many neani ngs of “DSS” in both the acronym
dictionary and the on-line acronymfinder submtted by the
Exam ni ng Attorney, “DSS’ would not describe to potentia
purchasers the function or characteristics of applicant’s
i nvol ved goods; and applicant notes that the page fromits
website does not include any reference to the program
involved in this application.®
Because we are dealing in this case with the Exam ni ng

Attorney’s requirenent for a disclainmer of three letters as
an acronym we start with the gui dance of the predecessor
of our primary reviewng Court fromthe case of Mdern
Optics, Incorporated v. The Univis Lens Conpany, 234 F.2d
504, 110 USPQ 293, 295 (CCPA 1956):

Wi | e each case nust be decided on the

basis of the particular facts invol ved,

it would seemthat, as a general rule,

initials cannot be considered

descripti ve unl ess they have becone so

general |y understood as representing

descriptive words as to be accepted as
substantially synonynous therewith.

*Inits brief on appeal (p. 4), applicant, for the first tine,
referred to attached copi es of nunerous third-party registrations
including “DSS” in the marks, of which only two include
disclainers of the letters “DSS.” First, there were no
attachnments with applicant’s brief. Second, even if the

phot ocopi es of third-party registrations had been attached to the
brief, they would be untinely filed under Trademark Rul e
2.142(d), and the Exami ning Attorney properly objected thereto
(brief, p. 6). W have not considered applicant’s unsupported
argunent regarding third-party registrations which applicant
asserts do not include disclainmers of the letters “DSS.”
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See al so, Avtex Fibers Inc. v. Gentex Corporation, 223 USPQ
625 (TTAB 1984), and cases cited therein

In order to determ ne whether matter is nerely
descriptive, it is well settled that “a termis descriptive
if it forthwith conveys an imredi ate idea of the
ingredients, qualities or characteristics of the goods [or
services].” In re Abcor Devel opnent Corp., 588 F.2d 811,
200 USPQ 215, 218 (CCPA 1978). In addition, the
determ nation of nere descriptiveness nust, of course, be
made not in the abstract, but in relation to the goods or
services for which registration is sought, and the inpact
that it is likely to nake on the average purchaser of such
goods or services. See In re Pennzoil Products Co., 20
usPQ@d 1753 (TTAB 1991).

Bot h acronymreference sources clearly list many

di fferent neanings of “DSS,” including, “decision support
structure,” "“decisions support solutions,” “data systens
services,” “data server system” “deep space station,” and
“department of social services.” However, the page from

applicant’s website, as well as the stories regarding
applicant retrieved fromthe Nexis database, all clearly

indicate that these initials in relationship to applicant,
M croStrategy Incorporated, are intended to refer to

“deci sion support system” The record is clear that
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applicant uses the letters “DSS’ in conbination with other
words for several different conputer prograns, a fact
acknow edged by applicant.

The problem we have here is that we are otherw se |eft
to specul ati on and conjecture because there is no evidence
of record which establishes descriptive use of the acronym
“DSS” in relationship to the specific goods which are the
subj ect of this application; nor is there evidence which
establishes that “DSS” is an abbreviation generally used
and recogni zed by the consum ng public when used for the
identified goods. See In re American Standard Inc., 223
USPQ 353 (TTAB 1984); and In re Harco Corporation, 220 USPQ
1075 (TTAB 1984). Cf. In re The Yacht Exchange, Inc., 214
USPQ 406 (TTAB 1982).

Deci sion: The requirement under Section 6 for a

disclainmer of the letters “DSS” is reversed.

*k k k%

Bucher, Adm nistrative Trademark Judge, concurring:

The mark applicant has selected is DSS SUBSCRI BER
The goods on which it is to be applied are “conputer

prograns for use in publishing and creating custom zed
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forms in a wide variety of fields.” The Trademark
Exam ni ng Attorney postul ated that the goods identified in
this Intent-to-Use application mght well be connected in
sonme way to applicant’s database managenent software.
Evidently, the Trademark Exam ning Attorney was unable to
prove the sanme in this record, and did not take advantage
of her prerogative under Trademark Rule 2.61(b) to request
additional information from applicant.

The Trademark Exam ning Attorney initially assigned to
this application struggled to prove that the entire mark
was nerely descriptive of these goods. Then the current
Trademar k Exam ning Attorney went final when applicant
refused to conply with her requirenent that applicant
sinply disclaimthe term“DSS’ apart fromthe mark as
shown. Instead, applicant argues that “...the term DSS has
no neaning in connection with appellant’s goods.”
(Applicant’s appeal brief, p. 4).

Fromthe contents of this file, we see the press
reports that applicant is “...a | eadi ng worl dw de provider
of mssion critical decision support systems.”® Like the

Trademark Exami ning Attorney herein, | too was of the

6 And unlike ny colleagues, | amquite confortable once again

in concl uding that whenever this applicant uses the initialism
“DSS,” the relevant public understands it to be “substantially
synonynmous” with the highly descriptive term “Decision Support
System” See Mddern Optics, Inc., supra.
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i npression that applicant is a vendor of information

t echnol ogi es, whose software permts its business custoners
to extract business intelligence, |ike water, from
terabyte-sized swanps of undifferentiated data. As
applicant’s software has matured over the years (e.g., DSS
Agent, DSS Executive, DSS Broadcaster, or McroStrategy 7
Busi ness Intelligence Platforn), the on-going focus for

M chael J. Sayl or and conpany has been meking it possible
for thousands of users in hundreds of enterprises nore
easily and quickly to access/query |arge volunes of data.
Presumabl y, individuals having a good DSS engi ne equi pped
with unlimted DSS custoni zation capabilities can be nost
proactive in finding and integrating key busi ness

i nformati on.

O course, this panel earlier decided the case of the
descriptiveness of the alleged mark, DSS BROADCASTER. In
the face of a thin record offering i nadequate proof of
descriptiveness in that case, the ngjority bent under the
wei ght of applicant’s equally adamant argunents therein
that the invol ved goods did not anbunt to a “Decision
Support System” Yet in that case, the identification of
goods were nore clearly a DSS -- conputer software for on-
line anal ytical processing [OLAP] and data anal ysis,

nanmel y, processing and anal yzing data for the purpose of
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del i vering custom zed and personalized information to
targeted recipients.”

It is true, of course, that in the instant
application, we have no OLAP or other direct reference to a
deci si on support system Follow ng the introductory
wor di ng about “conputer prograns” conmes a cryptic reference

to “publishing and creating custom zed forns.”

Precisely, what are these goods in International C ass
9, or what is their objective? The underlying goods are
conput er prograns, or software. Applicant’s software wll
be used to create “forns.” |In this context (i.e., when

dealing with data bases), the word forns is a termof art.

This is clearly not a reference to printed forns, but

rat her suggests a predefined grouping of functions, called
froma nmenu and displayed, if necessary, on several

wi ndows. Forns have bl ocks, regions and fields as their
conponents.

Custom zable fornms are generally forms that the

vendor, one’s system adm ni strator, or even the non-
techni cal user, can nodify for ease of use. |In such a
sof tware nodul e, the formcustom zati on wi ndow |ists
avail able forns and their nmethods of custom zation. In

addition to custom zi ng database forns, such a nodul e nay

10
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even all ow DSS users to custom ze reports and inquiries for
al most any business application.’

Furthernore, consistent with this interpretation,
| ooki ng back to the identification of goods in the DSS

BROADCASTER application, we see | anguage of “..delivering

cust om zed and personalized information to targeted

recipients.” Hence, | admt that | share the suspicions of
the Trademark Exam ning Attorney that the goods herein
woul d consi st of a software nodule permtting the content
of forms, if not reports and other queries, to be
personalized to the needs of applicant’s custoners’

i ndi vi dual subscri bers.

In fact, fromapplicant’s own Wb page, under a tab
for McroStrategy 7 Business Intelligence Platform under
“query and reporting,” we learn that “users can subscri be
to frequently used reports,” and from “Wb- based
reporting,” that “navigation bars quickly allow pronpting,

subscription and drill capabilities

! In addition to the identifications of goods contained in a

listing of federal trademark regi strati ons owned by M crosoft,
Sybase, Lotus, Oracle, and others, note in particular the clearer
identification of simlar business intelligence software of Reg.
No. 2,388,279 for the mark SQLBASE EXCHANGE (owned by Centura
Software / Cupta Technol ogies): “conputer software used for data
storage and reporting, which allows users to custom ze dat abase
forms, reports and inquiries for any business application ..

11
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Nonet hel ess, because we are not pernmtted to engage in
specul ati on beyond the four corners of the current record,
| concur with the majority opinion that given applicant’s
adamant argunents to the contrary, we nust reverse the
O fice's position herein. However, with a different
record, we should have been able to affirmthe Trademark

Exam ni ng Attor ney.

12



